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DETAILED ACTION 
Response to Amendment 

Amendment to claims have been received and by this amendment, claims 1-1 1 
have been canceled. 

Election/Restrictions 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

Species A: capacitor in the form of a plate 
Species B: capacitor in the form of cylindrical 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claim 12 is generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 
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Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

During a telephone conversation with Howard Moore on 07 September 2005 a 
provisional election was made with traverse to prosecute the invention of Species A: 
capacitor in the form of a plate, claims 12-15. Affirmation of this election must be made 
by applicant in replying to this Office action. Claim 16 is withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
species. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 



Application/Control Number: 10/733,034 



Page 4 



Art Unit: 1765 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi % 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 12, 13, 14, and 15 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 2, 7 and 4 of U.S. 
Patent No. 6,699,766. 

Claim 1 of U.S. Patent No. 6,699,766 teaches a method of fabricating a capacitor 
on a substrate, including steps of: performing capacitor foundation formation on the 
substrate 1 , depositing polish stop layer material on the capacitor foundation and the 
substrate 1 , etching a first capacitor electrode region on the capacitor foundation 
formation and a transistor gate region on the substrate; depositing a first conductive 
material in the etched first capacitor electrode region and the transistor gate region 1 , 
performing chemical mechanical polishing on the deposited first conductive material to 
yield a gate electrode and a first capacitor electrode, depositing a dielectric material 
over the gate electrode and the first capacitor electrode 1 , etching a second capacitor 



electrode region in the dielectric material over the first capacitor electrode and into the 



Application/Control Number: 10/733,034 Page 5 

Art Unit: 1765 

first capacitor electrode material 1 , forming a capacitor dielectric layer over the first 
capacitor electrode 1 , depositing a second conductive material in the etched second 
capacitor electrode region; and performing chemical mechanical polishing on the 
deposited second conductive material to yield a second capacitor electrode. 

Claim 1 of U.S. Patent No. 6,699,766 does not teach the deposition of a polish 
stop layer material on the capacitor foundation and the substrate, as in claim 12. 

Claim 2 of U.S. Patent No. 6,699,766 illustrates it is expectable and conventional 
to include the capacitor foundation includes an oxide layer, utilized as a CMP as a 
polish stop. 

Differences are noted between applicants' claims and claim 2 of U.S. Patent No. 
6,699,766. Applicants' claims do not require the polish stop layer to be formed of a 
conventional material, such as oxide, as in claim 2, of of U.S. Patent No. 6,699,766. In 
addition, applicants' claims are silent about "a transistor gate region" being the same as 
"a gate electrode region" as defined by claim 1, of U.S. Patent No. 6,699,766. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the use of oxide as the polish stop layer, as claimed in 
US Patent 6,699,766 illustrates it is a conventionally used material. Further, It would 
have been obvious to one of ordinary skill in the art at the time of invention was made, 
to include a gate electrode region, of US Patent 6,699,766, is the same area as a 
transistor gate region, of applicants claim 12, because the term "gate electrode regions" 
encompasses a "transistor gate region". Nothing unexpected occurs by modifying the 
use of the gate terminology or using oxide as the stop layer. 
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As to claim 13, see discussion above for the polish stop layer material on the 
capacitor foundation substrate comprising an oxide. 

As to claim 14, claim 7 of U.S. Patent No. 6,699,766 illustrates use of a polish 
stop layer material comprising a nitride. 

As to claim 15, claim 4 of U.S. Patent No. 6,699,766 illustrates first and second 
electrodes to be in the form of a plate. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia A. George whose telephone number is 
(571)272-5955. The examiner can normally be reached on weekdays between 7:00am 
and 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's - 
supervisor, Nadine Norton can be reached on (571)272-1465. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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